TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Appl i cation 08/347, 2011

ON BRI EF

Bef ore MElI STER, STAAB and McQUADE, Administrative Patent
Judges.

STAAB, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe examner’'s fina

rejection of clainms 5, 7-11, 14 and 20, all the clains

! Application for patent filed Novenber 21, 1994.
According to the appellant, the application is a continuation
of Application 07/865,501, filed April 9, 1992, now abandoned.
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currently pending in the application.

By way of background, this is the second appeal of the
presently disclosed subject matter. |In Appeal No. 94-3699 in
parent application SN 07/865,501, a nerits panel of this Board
affirnmed the examiner’s rejections of the appeal ed cl ai ns.

Fam liarity with the decision in the prior appeal is presuned.

Appel lant’ s invention pertains to a contai ner having a
seal i ng nenber for sealing the opening of the container (claim
14), and a container seal per se (clains 5, 7-11 and 20). O
particular interest to appellant is the provision of a sea
havi ng an incision below a puncture area of the seal, wherein
the incision extends only partially through the nmateri al
beneath the puncture area. |ndependent clains 5 and 20 are
illustrative of the subject matter in issue and read as
fol | ows:

5. A container seal which can be punctured for repeated
liquid transfer to and froma contai ner by means of a holl ow
needl e, conpri sing:

an elastic sealing nenber having a top surface and a
bottom surface and a puncture area on the top surface, the

seal i ng nenber including only one incision therein, the
i nci sion positioned bel ow the puncture area and extending from
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the bottom surface through at |east 75% but | ess than 100% of
the thickness of the sealing nenber to define a | ayer between
the incision and the puncture area which is capabl e of being
punctured by a hollow needle to facilitate liquid transfer
froma container, the |layer consisting of rubber.

20. A contai ner seal which can be punctured for repeated
liquid transfer to and froma contai ner by means of a holl ow
needl e, conpri sing:

an el astic sealing nenber having a top surface and a
bottom surface and a puncture area on the top surface, the
seal i ng nenber including only one incision therein, the
i nci sion positioned bel ow the puncture area and extending from
the bottom surface through at |east 75% but | ess than 100% of
the thickness of the sealing nenber to define a | ayer between
the incision and the puncture area which is capabl e of being
punctured by a hollow needle to facilitate liquid transfer
froma container and is substantially reseal able after the
needle is withdrawn fromthe contai ner

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Monni er 2,099, 370 Nov. 16,
1937

Ni cko 3, 343, 699 Sept. 26,
1967

Zackhei m 3, 823, 840 Jul. 16,
1974

Tatsum et al 4,915, 243
Apr. 10, 1990

Freeman 558, 998 Jan. 31,
1944

(British)
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The follow ng rejections under 35 U S.C. 8§ 103 are before
us for review

(a) claimb5, 7, 14 and 20, unpatentable over Zackheimin
view of either Freeman or N cko;

(b) clainms 8-10, unpatentable over Zackheimin view of
either Freeman or Nicko, and further in view of Tatsum ; and

(c) claim 11, unpatentable over Zackheimin view of

either Freeman or Nicko, and further in view of Mnnier.

The rejections are explained in the exam ner’s answer
(Paper No. 40, nmiled March, 17, 1997).

The opposi ng vi ewpoi nts of appellant are set forth in the
brief (Paper No. 35, filed January 13, 1997) and the reply
brief (Paper No. 41, filed May 12, 1997).

Zackheim the examner’'s primary reference in each of the
standing 8 103 rejections, discloses a prepunctured closure
for a container conprising a flat nmenber 24 preferably made of
an elastoneric material such as rubber, an overlying barrier
| ayer 26 advantageously nmade of a flexible, inperneable and

tearable material such as alumnumfoil (colum 2, l|ines 54-
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66), and a cap 28 having a tear tab 34 positioned over the
barrier layer and flat nmenber. The cap is crinped over a bead
22 on the nouth of the container to make a tight sea
protecting the contents of the container. The flat nmenber 24
i ncludes a prefornmed slit 38 extending therethrough fromone
side to the other. The slit does not extend through the
barrier layer 26. Wen it is desired to access the liquid
contents of the container, the tear tab 34 and an underlyi ng

portion of the barrier |ayer are renoved (see

Figures 6 and 7), and a blunt tipped plastic cannula 48 is

i nserted through the preforned slit in the flat nmenber to
all ow for drawing off a quantity of the container’s contents
(see Figure 8). Wien the cannula is withdrawn, the slit
reseals itself insuring that any renmi ning contents of the
container is not contam nated by the outer atnosphere (colum

3, lines 19-23).
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Considering first the examner’s 8 103 rejection of
claims 5, 7, 14 and 20 as bei ng unpatentabl e over Zackheimin
view of either Freeman or N cko, the exam ner tacitly admts
t hat Zackhei m does not neet the requirenent of independent
claims 5 and 14 calling for an elastic nenber having an
i nci sion below a puncture area, wherein the incision extends
only partially through the nenber to define a |ayer between
the incision and the puncture area, and wherein the |ayer
consists only of rubber. The exam ner also tacitly admts
t hat Zackhei m does not neet the requirenent of independent
claim20 calling for an el astic nenber having an incision
bel ow a puncture area, wherein the incision extends only

partially through the nenber to define a |ayer

bet ween the incision and the puncture area, and wherein the
| ayer is substantially reseal able after the needle is

withdrawn from the contai ner
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Freeman, the first of the exam ner’s secondary
references, relates to stoppers “adapted to be readily pierced
by hypoderm c syringes” (page 2, lines 18-20). Freeman
teaches in Figure 9 a stopper 12 fitting into the neck of the
cont ai ner, the stopper having a top di aphragm 19 extendi ng
over an open cavity with an indication or target ring 22 for
showi ng the piercing area (page 3, lines 53-56). Nicko, the
ot her of the exami ner’s secondary references, pertains to a
cl osure 10 conprising a conbination cap and tapping plug for
bottl es, cans, kegs or other containers. The taping plug 22
of N cko’ s closure conprises a stopper portion 38 which fits
within the spout 12 of a container and a di aphragm or web 50
which is adapted to be pierced by a tapping device 42. Bel ow
the di aphragm the plug is forned with a cylindrical opening
or bore 52 through which the tapping device is inserted into
the container after the di aphragm has been pierced (colum 2,

i nes 50-56).
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Based on the teachings of Freeman or N cko, it is the
exam ner’ s position that

It woul d have been obvious to one of ordinary
skill in the art at the tine the invention was nmade
to provide Zackheim s sealing nenber 24 with a thin,
unpunctured | ayer of sealing [material] (i.e.,
rubber) above slit 38 by stopping slit 38 short of
t he upper surface of the sealing nenber
because it woul d have obviated the need for separate
barrier layer 26. [Answer, page 4.]

In responding to appellant’s argunent in the brief, the
exam ner further explains on page 6 of the answer that

it would have been obvious to an artisan at the tine

the invention was nmade to elim nate Zackheinis

alum numfoil |ayer 26 in favor of an uncut |ayer of

material at the top of sealing elenent 24, as

suggested by either Nicko or Freeman. \Whether the

uncut | ayer overlies “an open cavity” as in Nicko

and Freeman, or a slit, as in Zackheim is

immaterial to the question of obviousness.

Assum ng for the sake of argunent that Nicko is anal ogous
prior art wwth respect to appellant’s invention,? we will not
sustain this rejection. W view the exam ner’s consideration
of the teachings of the applied references to be based on the
use of inperm ssible hindsight. Here, in an attenpt to

justify the

‘Appel | ant argues on pages 14 and 15 of the brief that
Ni cko constitutes non-anal ogous art.
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proposed nodification of Zackheim the exam ner has

i nappropriately devised a correspondence between (1) the slit
38 in Zackheinm s flat nmenber 24 and the underlying open
cavities or chanbers of Freeman and Ni cko, and between (2) the
alum num foil barrier layer 26 of Zackhei mand the di aphragns
of Freeman and N cko. One of ordinary skill in the art, in
our view, sinply would not have so interpreted the applied
prior art at the time of appellant’s invention (i.e., wthout
the benefit of having first seen appellant’s invention). 1In
this regard, we view the exanm ner’s theory as to what the
ordinarily skilled artisan woul d have gl eaned from a readi ng
of the applied references to be flawed because of both
structural and functional differences between the various
structures of the references. The structural differences
between the slit 38 and alum numfoil barrier |ayer 26 of
Zackhei m on the one hand and the open chanbers and overlying
el astoneri c di aphragns of Freeman and Ni cko on the other hand
are readily apparent. Functionally, Zackheinms slit 38 is

constructed to reseal itself when the cannula 48 is w t hdrawn,
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whereas the open cavities or chanbers of Freeman and

Ni cko clearly were never intended to function in this manner.
Further, the barrier layer 26 of Zackheimis, in effect,
physically and bodily renoved fromthe container prior to
insertion of the cannula (see Figure 7), whereas the

di aphragns of Freenman and Ni cko are pierced by the cannul a.

From our perspective, at best, Freenan and N cko woul d have
suggested to one of ordinary skill in the art that the flat
menber 24 of Zackhei m mi ght sonmehow be nodified to provide an
annul ar portion on the |l ower surface thereof that extends into
the neck of the container to hold it in place. However, such
a nodification clearly would not result in the subject matter
called for in the independent clains on appeal.

In light of the foregoing, we will not sustain the
standing rejection of clainms claim5, 7, 14 and 20 as being
unpat ent abl e over Zackheimin view of Freenman or N cko.

Concerning the rejection of clains 8-10 as being
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unpat ent abl e over Zackheimin view of Freeman or N cko and
further in view of Tatsum, and the rejection of claim1ll as
bei ng unpat ent abl e over Zackheimin view of Freeman or N cko

and further in view of Mnnier, we have carefully reviewed the

Tatsum and Monnier references additionally relied upon by the
exam ner but find nothing therein that makes up for the

defici encies of Zackheim Freeman and/or N cko di scussed
above. Accordingly, we also will not sustain the standing
rejections of these dependent cl ai ns.

The deci sion of the examner is reversed.

REVERSED

JAMES M MEI STER
Adm ni strative Patent Judge )
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JOHN P. McQUADE
Adm ni strative Patent Judge

)

) BOARD OF PATENT
LAVWRENCE J. STAAB )
Adm ni strative Patent Judge ) APPEALS AND

)

) | NTERFERENCES

)

)

)

LJS/ pgg

Fi nnegan Hender son Far abow
Garrett and Dunner
1300 | Street N. W
Washi ngt on, DC 20005- 3315
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